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DETAILED ACTION 

Applicant's amendment filed February 20, 2009 was received. 
The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 

Claims 7, 10 and 11 are rejected under 35 U.S.C. 102(b) as being Liebscheret 
al. by (US 4,003,145), henceforth Liebscher. 

Regarding claim 7, Liebscher discloses a method of making shoes by placing an 
edge of an inner sole on the edge of a casting mold, placing an edge of a shoe upper 
piece (fig 4 part 1 ) in the mold and inside the an inner side of the inner sole (fig 4 part 
15), and pressing the two together (col 2 In 15-21). 

Regarding claim 10, Liebscher teaches aligning inner surfaces of the upper 
piece and inner sole (fig 4). 

Regarding claim 11, Liebscher teaches sewing together the upper piece and 
inner sole (col 1 In 39-40). 

Claim Rejections - 35 USC § 103 

Claims 4-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bartneck (US 4,333,193) in view of Liebscher. 

Regarding claim 4, Bartneck discloses a method making a shoe within a casting 
mold with an upper edge (fig 3 parts 30, 32), the shoe made of an upper piece (fig 3 
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part 2) which is formed of an upper and an inner sole (fig 3 part 14) fastened to it, the 
upper piece bonded to the sole in an assembled shoe, by inserting a fillet (fig 3 part 6) 
into the upper, filling the casting mold with a shoe base material (col 2 In 31-32), placing 
the edge of the upper piece on the casting mold edge from above (col 2 In 29-30, 33- 
35), placing a pressing frame (fig 3 part 24) on the upper piece edge and thus on the 
casting mold edge, wherein only the upper piece edge rests on the casting mold edge 
and wherein the upper is fixed internally to the inner sole such that the shoe base 
material presses the inner sole against an edge of the upper that is adjacent to the fillet 
(col 2 In 36-38). 

Bartneck does not teach placing an edge of the inner sole on the casting mold 
edge. Bartneck's method inverts the roles of the upper piece and the inner sole. 
However, whether to display the inner sole or the upper piece on the exterior of the 
finished shoe is a matter of design choice based on aesthetic preferences. Bartneck's 
treating the edge of the upper piece as decorative is evidence by his use of non- 
functional stitching (fig 2 part 8) along that edge in addition to the functional seam (fig 2 
part 4). Liebscher teaches having edge of an inner sole (fig 4 part 15) extend over the 
outer sole (fig 4 part 4) in order to visually aggrandize the sole for aesthetic reasons (col 
1 In 1 0-1 2). Therefore, it would have been obvious to one of ordinary skill in the art to 
use the exposed edge of inner sole as the "mold engaging lip" (col 3 In 3) and place it 
on the casting mold edge taught by Bartneck because Liebscher teaches having an 
inner sole extend over the outer sole to the total sole look bigger. 
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Regarding claim 5, Bartneck teaches that upper piece and inner sole are 
connected by a seam (fig 2 part 4). 

Claim 6 recites that the upper piece is the strap of a sandal. This limitation 
defines the type of product being made; it does not change or affect the steps that 
constitute the method. Therefore, this recitation does not impart patentable distinction 
to the method being claimed. In any case, it would have been obvious to one of 
ordinary skill in the art to replace the brogue upper piece (fig 1 part 2) with an upper 
corresponding to a sandal, an athletic shoe or a espadrille because there is a market for 
these and many other types of shoes. 

Regarding claim 7, Bartneck discloses a method making a shoe by placing an 
edge of an upper piece (fig 3 part 10) on the edge (fig 3 parts 30, 32) of a casting mold, 
placing an edge of the shoe's inner sole (fig 3 part 14) in the mold and inside an inner 
edge of the upper piece, and pressing these two together (col 2 In 33-36). 

Bartneck does not teach placing an edge of the inner sole on the casting mold 
edge. Bartneck's method inverts the roles of the upper piece and the inner sole. 
However, whether to display the inner sole or the upper piece on the exterior of the 
finished shoe is a matter of design choice based on aesthetic preferences. Bartneck's 
treating the edge of the upper piece as decorative is evidence by his use of non- 
functional stitching (fig 2 part 8) along that edge in addition to the functional seam (fig 2 
part 4). Liebscher teaches having edge of an inner sole (fig 4 part 15) extend over the 
outer sole (fig 4 part 4) in order to visually aggrandize the sole for aesthetic reasons (col 
1 In 10-12). Therefore, it would have been obvious to one of ordinary skill in the art to 
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use the exposed edge of inner sole as the "mold engaging lip" (col 3 In 3) and place it 
on the casting mold edge taught by Bartneck because Liebscher teaches having an 
inner sole extend over the outer sole to the total sole look bigger. 

Regarding claim 8, Bartneck teaches that the pressing step includes expanding 
a shoe base material (col 2 In 33-39). 

Regarding claim 9, Bartneck teaches that the pressing step forms an indentation 
on the inner side of the inner sole (fig 3 part 14). 

Regarding claim 10, Bartneck teaches aligning inner surfaces of the upper piece 
and inner sole (fig 3 parts 2, 14). 

Regarding claim 11, Bartneck teaches sewing together the upper piece and 
inner sole (col 2 In 22). 

Regarding claim 16, Bartneck discloses a method making a shoe by placing an 
edge of an upper piece (fig 3 part 10) on the edge (fig 3 parts 30, 32) of a casting mold, 
placing an edge of the shoe's inner sole (fig 3 part 14) in the mold and inside an inner 
edge of the upper piece, and pressing these two together (col 2 In 33-36) such that the 
upper is fixed internally to the inner sole such that the shoe base material presses the 
inner sole against an edge of the upper that is adjacent to the fillet (col 2 In 36-38). 
Bartneck teaches that the pressing step includes expanding a shoe base material (col 2 
In 33-39). 

Bartneck does not teach placing an edge of the inner sole on the casting mold 
edge. Bartneck's method inverts the roles of the upper piece and the inner sole. 
However, whether to display the inner sole or the upper piece on the exterior of the 
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finished shoe is a matter of design choice based on aesthetic preferences. Bartneck's 
treating the edge of the upper piece as decorative is evidence by his use of non- 
functional stitching (fig 2 part 8) along that edge in addition to the functional seam (fig 2 
part 4). Liebscher teaches having edge of an inner sole (fig 4 part 15) extend over the 
outer sole (fig 4 part 4) in order to visually aggrandize the sole for aesthetic reasons (col 
1 In 1 0-1 2). Therefore, it would have been obvious to one of ordinary skill in the art to 
use the exposed edge of inner sole as the "mold engaging lip" (col 3 In 3) and place it 
on the casting mold edge taught by Bartneck because Liebscher teaches having an 
inner sole extend over the outer sole to the total sole look bigger. 



Response to Arguments 

Applicant's arguments filed February 20, 2009 have been fully considered but 
they are not persuasive. 

Applicant argues that Liebscher places not an inner sole but a welt on the edge 
of the casting mold. In response to Applicant's argument, Liebscher's part 15 is 
structurally indistinguishable from Applicant's inner sole as claimed. In order to 
distinguish them, Applicant would need to claim either a structural feature or a material 
that is different. 

Applicant argues that because there is a step of placing Liebscher's part 15 on 
the last, Liebscher does not teach pressing the upper into the insole. In response to 
Applicant's argument, since the upper and the insole are in place when the mold is 
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closed, they are subject to pressure and pressed into each other when the mold is 
clamped. 

Applicant argues that Bartneck's upper is not internally fixed to the inner sole; in 
the Remarks, Applicant defines what "internally fixed" means. In response to 
Applicant's argument, the examiner understands Applicant's explanation but is reading 
the phrase "internally fixed" more broadly. The examiner understands the limitation 
"internally fixed" to be met by the seam's (figure 2 part 4) penetrating into the internal 
structure of the shoe. 

Applicant argues that Bartneck's inner sole is not pressed against the edge of the 
upper that is adjacent to the fillet. In response to Applicant's argument, the examiner 
sees that, at the bottom corners where all three of the inner sole, the upper and the fillet 
meet, the inner sole is pressed against the edge of the upper that is adjacent to the 
fillet. 

Applicant argues that inverting the roles of Bartneck's upper piece and inner 
soles would yield something different from what Applicant is claiming. In response to 
Applicant's argument, the rejection is based on not on a mere inversion of parts without 
any other changes but on the view that Bartneck and Liebscher together provide the 
elements behind Applicant's claimed invention and a rationale for modifying them 
according to design choice. 

Applicant argues that inverting Bartneck's upper and insole would make a 
different-looking shoe and therefore "change the principle of operation of Bartneck and 
render Bartneck unsuitable for its intended purpose." The examiner respectfully 
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disagrees. The change represents not a departure from Bartneck's principle of 
operation but an obvious variation. Regarding Bartneck's intended purpose, Bartneck 
writes that the object of the invention is "to provide a simplified method and apparatus 
for direct molding of an upper to a shoe sole" (col 2 In 1 3-1 6). The changes 
represented by Applicant's claims would nowise detract from Bartneck's meeting its 
goal. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Magali P. Theodore whose telephone number is (571) 
270-3960. The examiner can normally be reached on Monday through Friday 9:00 a.m. 
to 6:00 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina A. Johnson can be reached on (571) 272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Magali P. Theodore/ 
Examiner, Art Unit 1791 

/Christina Johnson/ 

Supervisory Patent Examiner, Art Unit 1791 



